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The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH{S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed - 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to comnnunication(s) filed on . 

2a)n This action is FINAL. 2b)|3 This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal nnatters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-11 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim (s) is/are allowed. 

6) ^ Claim(s) 1-11 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers \ 

9) ^ The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 28 August 2001 is/are: a)^ accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) Including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomn PTO-152. 

Priority under 35 U.S.C. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 D Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Infomnation Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 
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4) □ Inten^iew Summary (PTO-413) 
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5) □ Notice of Infonmal Patent Application (PTO-152) 
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DETAILED ACTION 



1. 



Claims 1-1 1 have been submitted for examination. 



2. 



Claims 1-11 have been rejected. 



Specification 



3. Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is important that 
the abstract not exceed 150 words in length since the space provided for the abstract 
on the computer tape used by the printer is limited. The form and legal phraseology 
often used in patent claims, such as "means" and "said," should be avoided. The 
abstract should describe the disclosure sufficiently to assist readers in deciding whether 
there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, "The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 

4. The abstract in the instant application repeats information given in the title. 



5. Claim 1 is objected to because of the following informalities: The parenthetical 
phrase of claim 1 would render the surrounding limitation vague and indefinite. 
Examiner will presume the parenthesis are a typographical error and consider this 
limitation without the parenthesis, as in claims 3 and 10. Appropriate correction is 



Claim Objections 



required. 
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Claim Rejections - 35 USC § 101 

6. 35 U.S.C. § 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

7. Claims 1-11 rejected under 35 U.S.C. § 101 because the claimed invention is 
directed to non-statutory subject matter. 

8. Claim 1 recites a method of providing data, however the limitations are directed 
toward the definition of the data. As such, the claimed invention is nonfunctional 
descriptive material and therefore nonstatutory. The dependent claim fails to direct the 
invention to statutory subject matter. See MPEP 2106(IV)(B)(1). 

9. Claim 3 recites a method of using data, however the limitations are directed 
toward the definition of the data. As such, the claimed invention is nonfunctional 
descriptive material and therefore nonstatutory. The dependent claims fail to direct the 
invention to statutory subject matter. See MPEP 2106(IV)(B)(1). 

10. Regarding claims 8 and 9, MPEP 21 06(IV)(B)(1) states: 

Since a computer program is merely a set of instructions capable of being executed by a 
computer, the computer program itself is not a process and Office personnel should treat a claim 
for a computer program, without the computer-readable medium needed to realize the computer 
program's functionality, as nonstatutory functional descriptive material. 

1 1 . Claim 8 is directed to computer software and is therefore nonstatutory functional 
descriptive material. Claim 9 recites a computer that is programmed to perform the 
method of claim 3, however makes no limitation regarding a computer-readable medium 
and therefore must be regarded as computer software and nonstatutory functional 
descriptive material. 
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12. Regarding claim 10, the limitations recite a computer-readable medium, however 
the limitations are directed only toward defining data stored on the computer-readable 
medium. The claimed invention is therefore nonstatutory nonfunctional descriptive 
material. The dependent claim fails to direct the invention to statutory subject matter. 
SeeMPEP2106(IV)(B)(1). 

13. To expedite a complete examination of the instant application the claims rejected 
under 35 U.S.C. § 101 (nonstatutory) above are further rejected as set forth below in 
anticipation of applicant amending these claims to place them within the four statutory 
categories of invention. 

Claim Rejections - 35 USC § 112 

14. The following is a quotation of the second paragraph of 35 U.S.C. § 1 12: 

The specification shall conclude with one or nnore claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

15. Claims 1-11 are rejected under 35 U.S.C. § 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

16. Claim 1, 3, and 10 recite the phrase "defining a predefined part for use in a CAD 
model processed by a CAD program" which renders the claim vague and indefinite. It is 
unknown what "defining a predefined part" means and whether this is a constructive 
task or rather denoting that the part is suitable for use by a CAD program. It is unknown 
to the Examiner how to determine if an example of prior art teaches "defining a 
predefined part". 
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17. Regarding claim 7, the phrase "defining and/or changing the size of the 
predefined part" renders the scope of the claim vague and indefinite. It is unclear to the 
Examiner what the scope of the claimed invention is and whether a similar invention 
that performs only one of these functions should be understood as infringing upon this 
claim limitation. 

18. Claims not specifically mentioned are rejected by virtue of their dependence. 

Claim Interpretation 

19. In the interest of compact prosecution, examiner makes the following claim 
interpretations in order to apply prior art to the claims. See Ex parte lonescu, 
222 USPQ 537 (Bd. Pat. App. & Inter. 1984). 

20. Regarding claims 1, 3, and 10, the phrase "defining a predefined part for use in a 
CAD model processed by a CAD program" is interpreted as "defining a part for use in a 
computer aided design (CAD) model processed by a CAD program". 

21. Regarding claim 7, the phrase "defining and/or changing the size of the 
predefined part" is interpreted as "defining or changing the size of the predefined part" in 
order to grant the broadest reasonable interpretation to the claim language. 

Claim Rejections - 35 USC § 102 

22. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale In this country, more than one year prior to the date of application for patent in the United 
States. 

23. Claims 1-6 and 8-11 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Coggins US Patent No. 5.367,622. 

24. Regarding claims 1, 3, and 10, Coggins teaches an computer-implemented 
system for operating a computer aided design system (column 5, line 45 - column 6, 
line 6; column 3, lines 8-31) comprising of a catalog of components (column 3, lines 50 
- 62; column 7, line 56 - column 8, line 8), wherein the components have insertion 
points defining where and at what orientation the components should be connected as 
well as accessory attachment points (column 4, lines 17-34). The accessory 
attachment points are functionally equivalent to an insertion point, are illustrated 
identically to an insertion point (Fig. 5, references 140, 146), and therefore constitute a 
plurality of insertion points. 

25. Regarding claims 2, 4, and 11, Coggins teaches the insertion points comprise a 
location of the insertion point on the component and defines a coordinate system of the 
component (column 4, lines 17-34; column 8, line 63 - column 9, line 14). 

26. Regarding claim 5, Coggins teaches that the insertion point is selected for 
inserting the component into the CAD model (column 3, lines 12-31; column 4, lines 18- 
34). 

27. Regarding claim 6, Coggins teaches that the component is inserted into the CAD 
model such that the location of the insertion point matches a reference point in the CAD 
model and the orientation of the component matches that of the reference point in the 
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CAD model (column 3, lines 12-25; column 4, lines 18-34; column 8, line 63 - column 9, 
line 14). 

28. Regarding claim 8, Coggins teaches that the disclosed invention works with a 
CAD program (column 7, lines 25-34). 

29. Regarding claim 9, Coggins teaches that the disclosed invention is embodied on 
a computer system (column 5, line 45 - column 6, line 6). 



Claim Rejections - 35 USC § 103 

30. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

31. Claim 7 is rejected under 35 U.S.C. § 103(a) as being unpatentable over 
Coggins. 

32. Regarding claim 7, Coggins does not explicitly teach changing the size of the 
component while the insertion point remains at the same relative location on the 
component. 

33. Coggins does teach that the catalog may contain components of various sizes 
(column 9, line 56 - column 8. line 23). It would have been obvious to a person of 
ordinary skill in the art at the time of Applicant's invention in combination with his own 
knowledge of the particular art to modify the teachings of Coggins to arrive at a system 
where it is possible to change the size of the components rather than to store 
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components of various sizes in the catalog. Such a modification would save space in 
the catalog and provide the user with more design options if the existing components 
were of an inconvenient size. Further, it would have been obvious to a person of 
ordinary skill in the art at the time of Applicant's invention in combination with his own 
knowledge of the particular art to keep the insertion points located at the same features 
of the components regardless of size because they would be expected to be assembled 
in a similar fashion despite the change in size. The combined invention could be 
achieved by including a simple resize function in the invention disclosed by Coggins 
where the location of the insertion points remains in a fixed position throughout the 
resizing operation. 

Conclusion 

Art considered pertinent by the examiner but not applied has been cited on form 
PTO-892. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason Proctor whose telephone number is (571) 272- 
3713, The examiner can normally be reached on 8:30 am-4:30 pm M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kevin J Teska can be reached on (571) 272-3716. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Jason Proctor 
Examiner 
Art Unit 2123 

jsp 



